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DETAILED ACTION 

1. Claims 1-21 are now pending. 

Continued Examination Under 37 CFR LI 14 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1. 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. AppUcant's submission filed on August 31, 2006 has been entered. 

Claim Objections 

3. Claims 1-3, 5, 7 & 21 are objected to because of the following informalities: 

In regard to claim 1, the claimed step of "providing a recording and reading device. . 
should now be labeled as (a), and the subsequent steps should be labeled as (b), (c),...etc. 
Claims 2, 3, 5, 7 & 21 also contain similar errors that need to be corrected. 
Claim Rejections - 35 USC § 102 & 103 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubUcation in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of appHcation for patent in the United States. 

5. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 1-7, 12-16 & 21 rejected under 35 U.S.C, 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious overNakajo (US 5,502,702). 

In regard to claim 1, Nakajo discloses a method for optically recording information in a 
system (Figure 1) comprising the steps of providing a recording and reading device (14, 16, 18, 
22 & 26) that includes a first controller (e.g., the portion of element 26 that controls elements 16 
& 18) and a strategy part (16 & 18) for conducting a strategy when optically recording 
information and an information processing apparatus (20 & 26) that includes a second controller 
(e.g., the portion of element 26 that controls element 20) and a strategy information storing part 
(20) storing the strategy information for operating said strategy part (16 & 18), wherein said 
providing step includes a step of providing said second controller separate from said first 
controller (although Figure 1 of Nakajo represents the recording control circuit 26 as one block, 
it is understood that this circuit includes several components which are provided "separately" 
from each other. For example, a first component inside element 26 controls elements 16 & 18, 
while a second component inside element 26 controls the ROM 20. These first and second 
components are interpreted by the examiner as corresponding to the claimed first controller and 
second controller, respectively); (a) reading said strategy information for operating said strategy 
part of said recording and reading device from said strategy information storing part of said 
information processing apparatus with said second controller (column 5, lines 37-45); and (b) 
transmitting said strategy information read in said step (a) to said recording and reading device 
(column 5, lines 37-45). 

In regard to claim 2, Nakajo discloses the steps of (c) storing said strategy information, 
said strategy information corresponding to device information of said recording and reading 
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device and medium information of an optical recording medium, to said strategy information 
storing part (column 5, lines 30-34; see also column 1, lines 17-28, which teach that recording 
power differs depending upon the type of dyestuflf on a disc, and write strategy needs to be 
adjusted accordingly); (d) transmitting the device information and the medium information from 
said recording and reading device to said information processing apparatus (column 5, lines 37- 
45); (e) reading said strategy information corresponding to said device information and medium 
information from said strategy information storing part in said information processing apparatus 
(column 5, lines 37-45); and (f) transmitting said strategy information with said medium 
information to said recording and reading device (column 5, lines 37-45). 

In regard to claim 3, Nakajo discloses the steps of (g) storing standard strategy 
information to said strategy information storing part (column 7, lines 26-35: "basic control 
information"); (h) reading said standard strategy information and transferring said standard 
strategy information to said recording and reading apparatus when the strategy information v 
corresponding to the device information and the medium information transmitted from said 
recording and reading device is not stored in said strategy information storing part (column 7, 
lines 32-35). 

In regard to claim 4, Nakajo discloses that said medium information is read and obtained 
from the optical recording medium (column 5, lines 35-45). 

In regard to claim 5, Nakajo discloses that said step (h) cancels transmitting said device 
information and said medium information to said information processing apparatus when said 
medium information additionally provided to said strategy information stored in said strategy 
part corresponds to said medium information of said optical recording medium, and activates 
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said strategy part to record to the optical recording medium (understood from column 7, lines 26- 
35), 

In regard to claim 6, Nakajo discloses that a plurality of data sets of the strategy 
information is stored in said strategy part (column 5, lines 43-45). 

In regard to claim 7, Nakajo discloses that said step (b) is conducted just before starting 
recording information to said optical recording medium (column 5, lines 40-42). 

In regard to claim 12, Nakajo discloses a computer-readable recording medium (Figure 1, 
element 10) recorded with program code for causing a computer (B & C) to optically record 
information in a system comprising a recording and reading device (14, 16, 18, 22 & 26) that 
includes a first controller (e.g., the portion of element 26 that controls elements 16 & 18) and a 
strategy part (16 & 18) for conducting a strategy when optically recording information and an 
information processing apparatus (20 & 26) that includes a second controller (e.g., the portion of 
element 26 that controls element 20) and a strategy information storing part (20) storing the 
strategy information for operating said strategy part, said first and second controllers being 
separately provided (although Figure 1 of Nakajo represents the recording control circuit 26 as 
one block, it is understood that this circuit includes several components which are provided 
"separately" from each other. For example, a first component inside element 26 controls 
elements 16 & 18, while a second component inside element 26 controls the ROM 20. These first 
and second components are interpreted by the examiner as corresponding to the claimed first 
controller and second controller, respectively), and said program comprising the codes for: (a) 
reading said strategy information for operating said strategy part of said recording and reading 
device from said strategy information storing part of said information processing apparatus with 
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said second controller (column 5, lines 37-45); and (b) transmitting said strategy information 
read by said code (a) to said recording and reading device (column 5, lines 37-45). 

Claims 13-16 have limitations similar to those of claims 2-5; thus, they are rejected on 
the same basis. 

In regard to claim 21, Nakajo discloses a method for optically recording information in a 
system (Figure 1) comprising: providing (1) a recording and reading device (14, 16, 18, 22 & 26) 
that includes a first controller (e.g., the portion of element 26 that controls elements 16 & 18) and 
a strategy part (16 & 18) for storing and conducting a strategy when optically recording 
information and (2) an information processing apparatus (20 & 26) that includes a second 
controller (e.g., the portion of element 26 that controls element 20) and a strategy information 
storing part (20) storing the strategy information for operating said strategy part (16 & 18), 
wherein said providing step includes a step of providing said second controller separate from 
said first controller (although Figure 1 of Nakajo represents the recording control circuit 26 as 
one block, it is understood that this circuit includes several components which are provided 
"separately" from each other. For example, a first component inside element 26 controls 
elements 16 & 18, while a second component inside element 26 controls the ROM 20. These first 
and second components are interpreted by the examiner as corresponding to the claimed first 
controller and second controller, respectively); (a) reading said strategy information for operating 
said strategy part of said recording and reading device from said strategy information storing part 
of said information processing apparatus with said second controller (column 5, lines 37-45); and 
(b) transmitting said strategy information read in said step (a) to said recording and reading 
device and storing said strategy information in said strategy part (column 5, lines 37-45). 
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Alternatively, in regard to claims 1, 12 & 21, Nakajo does not explicitly disclose a first 
controller separately provided fi*om a second controller (this is assuming that Figure 1, element 
26 in its entirety is read to correspond to both the first controller and the second controller). 
However, absent any evidence of criticality, separately providing the claimed first and second 
controllers would have been an obvious matter of engineering choice in a case where it is 
desirable to access each controller individually. See In re Dulberg, 289 F.2d 522, 523, 129 
USPQ 348, 349 (CCPA 1961) and MPEP § 2144.04 (Making Separable). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of invention by the Applicant to 
have separately provided the first and second controllers of Nakajo, the motivation being to 
enable individual access to each controller. 

Allowable Subject Matter 

7. Claims 8-1 1 & 17-20 are allowed over the prior art of record. 

Response to Arguments 

8. In response to Applicant's amendments to claims 2 & 13, the objection to the 
specification and the claims, and the rejection of claims 2-5 & 13-16 under 35 U.S.C. § 112-1^ 
paragraph have been withdrawn, rendering the arguments on page 13, paragraphs 3-5 moot. 

9. Applicant's arguments filed August 31, 2006 have been fiiUy considered but they are not 
persuasive. 

(a) In response to Applicant's arguments on page 14, first thru last paragraphs that 
Nakajo does not disclose providing a second controller separate from said controller, the 
examiner disagrees. In light of this newly added feature, the claimed "first controller" is 
now read to correspond to the portion of element 26 that controls elements 16 & 18, 
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while the claimed "second controller" is now read to correspond to the portion of element 
26 that controls element 20. Note that although Figure 1 of Nakajo represents the 
recording control circuit 26 as one block, it is understood that this circuit includes several 
components which are provided "separately" from each other. For example, a first 
component inside element 26 controls elements 16 & 18, while a second component 
inside element 26 controls the ROM 20. These first and second components are 
interpreted by the examiner as corresponding to the claimed first controller and second 
controller, respectively. See the rejection under 35 U.S.C. § 102(b) above, 
(b) Furthermore, assuming arguendo that Nakajo does not disclose a first controller 
separately provided from a second controller, the claims are alternatively rejected under 
35 U.S.C. § 103(a), as noted above. Absent any evidence of criticality, separately 
providing the claimed first and second controllers would have been an obvious matter of 
engineering choice in a case where it is desirable to access each controller individually. 
See In re Dulberg, 289 F.2d 522, 523, 129 USPQ 348, 349 (CCPA 1961) and MPEP § 
2144.04 (Making Separable), 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to P. Agustin whose telephone number is 571-272-7567. The 
examiner can normally be reached on Monday-Friday 9:30-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, A. L. Wellington can be reached on 571-272-4483. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR, Status information for unpubhshed 
applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000, 
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